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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1-11, and 19-21, are rejected under 35 U.S.C. 101 because the claim is 
directed to a recording medium storing nonfunctional descriptive material. 

Data structures not claimed as embodied in computer-readable media are 
descriptive material per se and are not statutory because they are neither physical 
"things" nor statutory processes. See, e.g. Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 
1760 (claim to a data structure per se held nonstatutory) and merely claiming 
nonfunctional descriptive material stored in a computer-readable medium does not 
make it statutory. See MPEP 2106.IV.B.1. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1, 12-13, and 17-21, are rejected under 35 U.S.C. 102(e) as being 
anticipated by Chung et al (P.N. 2005/0078947). 



Application/Control Number: 10/573,878 Page 3 

Art Unit: 2621 

Chung et al disclose a video recording/reproducing apparatus that shows all the 
limitations recited in claim 1, including the feature of the moving picture data having a 
plurality of playback routes (See Chung et al's claim 1 ), the feature of the plurality of 
subtitle data items corresponding to the playback routes (See Claim 1 , and the last 
paragraph of claim 1 1 , of Chung et al), the feature of supporting random search for a 
subtitle (See DSI shown in Chung et al's Figure 1 1 ), and the feature of mapping 
information linking the moving picture data and the subtitle data as specified in the 
present claim 1 . (See Claim 1 , and the last paragraph of claim 1 1 , of Chung et al). 

With regard to claims 12-13, and 17-18, the feature of reproducing from the 
storage medium the moving picture data and decoding the same and the subtitle 
processor and the conversion of the subtitle data as specified thereof are present in the 
cited reference of Chung et al. (See Chung et al's Figure 4). 

With regard to claims 19-21 , the feature of the moving picture data and the 
corresponding subtitle data being linked using the table as specified thereof is present 
in the cited reference of Chung et al. (See Chung et al's Figure 7). 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .1 32 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 
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Allowable Subject Matter 

5. Claims 14-16 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Chung et al (P.N. 2005/0058435) disclose a video reproducing apparatus 
including subtitle data as claimed. 

Oh et al (P.N. 2003/0099464) disclose a video reproducing apparatus including 
subtitle data as claimed. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT CHEVALIER whose telephone number is 
(571)272-7374. The examiner can normally be reached on MM-F (9:00-6:30), second 
Monday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thai Tran can be reached on 571-272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/ROBERT CHEVALIER/ 
Primary Examiner, Art Unit 2621 
March 26, 2010. 



